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REASONS FOR JUDGMENT OF THE COURT
(Delivered from the Bench at Montréal, Quebec, on February 4, 2008)

NOEL J.A.
[1] The only issue to be decided in the appeal iswhether Gauthier J. (the applications judge)
erred in law when she held that the sufficiency of the disclosure in ‘113 patent was not properly

before her since Apotex Inc. (Apotex) had not raised thisissue inits Notice of Allegation (NOA).

[2] We are satisfied that the applications judge committed no error in thisregard. Apotex’
argument is based on the premise that the sufficiency of the disclosure is a matter which only arose
asaresult of Eli Lilly CanadalInc. (Eli Lilly) having characterized the * 113 patent asavalid
selection patent in its application for an order of prohibition. Hence, the applications judge had the
duty to assess the sufficiency of the disclosure in light of the fact that it was a selection patent, just
asit had to review the allegations of anticipation, obviousness and double patenting based on Eli

Lilly’s assertion that the * 113 patent was a selection patent.

[3] We disagree. In our view, the applications judge correctly held that the sufficiency of the
disclosureis a stand aone ground which ought to have been raised in the NOA. It isadistinct
allegation that is different in character from the all egations which were made. Contrary to the case
of anticipation, obviousness or double patenting, what isin issue where the sufficiency of the
disclosureis challenged is not whether the alleged invention was novel, but whether the words used

by the inventor to disclose it were sufficient.
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[4] Apotex strongly argued that the applications judge srefusal to consider theissue of the
sufficiency of the disclosure denied it procedura fairness. In our view, the applications judge
correctly held that while Apotex was entitled to challenge Eli Lilly’s claim that the * 113 patent was
avalid selection patent, it was only entitled to do so on the grounds raised in the NOA, namely the
asserted grounds of anticipation, obviousness and double patenting. The applications judge carefully
canvassed these groundsin the light of Eli Lilly’s claim that the ‘113 patent was avalid selection

patent, and found against Apotex on each of them.

[5] To the extent that Apotex wished to raise as an issue the sufficiency of disclosurein the ‘113
patent, it had to do so initsNOA.. Thisis not a case where Apotex was compelled to anticipate
theoretical defences. Apotex’ alegation of double patenting by its nature invited consideration of

the * 113 patent as a selection patent from the outset.

[6] The appeal will be dismissed with costs.

"Marc Nodl"

JA.
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